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Disposition of Claims 

4) [>3 Claim(s) 1-37 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 
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Claim Objections 

1. Claims 1, 2 and 4-9 are objected to because of the following informalities: 

a. in claim 1, line 13, "an" before "detachable" should be -a—; line 16, —a- should 
be inserted between "includes" and "positioning" 

b. in claim 2, line 15, "an" before "detachable" should be -a—; line 18 -a-- should 
be inserted between "includes" and "positioning" 

c. in claims 4-9, recitation that the "scope unit includes the insertion portion" is 
redundant (note claims 1 and 2 recite that the scope unit comprises the insertion portion) 
Appropriate correction is required. 



Claim Rejections - 35 USC § 112 

2. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

3. Claims 1-37 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 

As to claims 1 and 2, term "fixed connector side" lacks antecedent basis. In addition, 
phrase "for positioning a connected position" is ambiguous as to what exactly is being 
"positioned". 

As to claim 8, term "angle driving section" lacks antecedent basis. It appears that this 
claim should have been dependent on claim 3. 
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As to claims 10-17 and 24-31, term "positioning means" lacks antecedent basis. It 
appears that this should be -positioning section-. 

As to claims 21 and 35, phrase "wherein a plurality of different types of scope units are 
disposed beforehand" is ambiguous as to the intended scope. Is this attempting to claim 
additional scope units in the combination? 

Dependent claims inherit those defects. 

Claim Rejections - 35 USC § 102 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

5. Claims 1-3, 10-15, 18, 19, 22-29, 32, 33, 36 and 37 are rejected under 35 U.S.C. 102(b) 
as being anticipated by Danna et al. (U.S. Pat. 4,539,586). 

As to claims 1-3, Danna et al. disclose a scope unit including an insertion section 
(18,22,26), an observation unit (col.2, lines 42-45) in a tip end of the insertion section, a curved 
portion and angle driving section which bends the tip (col.2, lines 40-46) and a base unit (20) 
connected to a base end of the insertion portion, and a fixed unit (17) to which the base unit is 
detachably connected. The base unit (Fig. 3) includes a movable connector (76,77, 81, Fig. 3, 
col.4, lines 10-38) on a detachable portion (left hand side of Figure 3). Any of the elements that 
project from the detachable portion and connect with the connector on the fixed unit (Fig.4) can 
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be considered a "positioning section for positioning a connected position of the fixed connector 
side to the base unit side", as broadly and vaguely as claimed. As to claim 10 and 12, any of the 
projections (e.g., 30, 35, Fig.3) provides a "convex" portion which fits with any of the recesses 
(e.g. 31,36, Fig.4), which provides a "concave" portion. As to claim 11, note stepwise taper 
(85,87,Fig.5) or taper in bore (31,Fig.5) and the either (76) or (30), respectively, which fits into 
these fitting holes. As to claims 13-15, note two convex portions (35) on upper and lower sides 
that are "high by one step" and two concave portions (36) on upper and lower sides that are "low 
by one step". As to claims 18 and 19, note optical (76) and electrical (40) connectors. As to 
claims 22 and 23, note (30) and (31). As to claims 24-29, 32, 33, 36 and 37, note discussion of 
claims 10-15, 18, 19, 22 and 23. 

6. Claims 1-4, 10, 12-15, 18, 19, 24, 26-29, 32 and 33 are rejected under 35 U.S.C. 102(e) 
as being clearly anticipated by Motoki et al. (US 2004/0133075). 

Note Figure 2B and paragraphs [0091] to [01 1 1]. 

Claim Rejections - 35 USC § 103 

7. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 
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8. Claims 16, 17, 30 and 31 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Danna et al. 

Danna et al. disclose the connector as described above including guide projections (35) 
and guide recesses (36) in the shape of flat plate. Hence, Danna et al. fails to disclose all 
particular shapes and number of guides that can be used for providing the same purpose (e.g., 
four L-shaped guides, annular guide, etc.). Since there is no criticality as to the shape or number 
of guides/recesses that could be used with no apparent difference in function or purpose, one of 
ordinary skill in the art at the time of the invention would have considered any shape or number 
of guides/recesses obvious as a mere matter of design consideration. A change in the shape of a 
prior art device is a design consideration within the skill of the art. In re Dailey , 357 F.2d 669, 
149 USPQ 47 (CCPA 1966). 

9. Claims 20, 21, 34 and 35 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Danna et al. in view of Dowdy et al. (U.S. Pat. 6,295,082). 

In the Danna et al. device, circuitry (Fig. 8) is provided in the base unit to allow the user 
to make adjustments (using variable resistors) in driving and output signals from and to the 
processor to accommodate differences in the characteristics of imaging devices from one scope 
to another (col.5, lines 18-60). Thus, Danna et al. fail to disclose a first control circuit in the base 
unit for storing information and a second control circuit in the fixed unit for reading such 
information. However, Dowdy et al. shows that it is known to provide a first control circuit 
(storage device 28) for storing information in the base unit (note location of 28 in Fig.l) and a 
second control circuit (MPU 48) in the fixed unit (Fig.l) for reading such information. The 
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Dowdy et al. arrangement allows for automatic adjustment of performance characteristics to 
optimize processor conversion of the image (col.l, line 60 to col.2, line 10). It would have been 
obvious to one of ordinary skill in the art at the time of the invention to have provided a first 
control circuit in the base unit of Danna et al. for storing information and a second control circuit 
in the fixed unit for reading such information. The inclusion of such would allow for automatic 
adjustments and allow more than just serial clock, parallel clock and gain adjustments to be made 
(a storage device can store countless amounts of information that could be used to further 
optimize the operation of the Danna et al. device). Therefore, the claim limitations of claims 21 
and 35 are met. 

Regarding claims 20 and 34, and in using the arrangement of Dowdy et al., the MPU (48) 
detects the connection of the endoscope to the processor and responds by downloading the 
information from the storage device (28). This would provide a connection detection means. 
Since no specific mechanical structure is disclosed, it is assumed that the detection is done 
through the electrical connection, which happens to be pins in the Danna et al. device (note 41, 
Fig.4). 

Allowable Subject Matter 
10. Claims 5-9 would be allowable if rewritten to overcome the rejection(s) under 35 
U.S.C. 112, 2nd paragraph, set forth in this Office action and to include all of the limitations of 
the base claim and any intervening claims. 



Conclusion 
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1 1 . The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. 



Rovegno (U.S. Pat. 6,315,712) 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to John P. Leubecker whose telephone number is (571) 272-4769. 
The examiner can normally be reached on Monday through Friday, 6:00 AM to 2:30 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Linda CM. Dvorak can be reached on (571) 272-4764. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
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